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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
04/28/2008 has been entered. 

Applicants amendments to the claims filed 04/28/2008 has been entered. 
Applicants have amended claim 1 and have cancelled claims 13-15 and 23-27. 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Specifically the claim recites the limitation of a methacrylate 
and methacrylamide by formula, both formulas however cannot be construed as being a 
methacrylate or methacrylamide because they both lack methyl groups in their formula 
and from the recitation of the various R groups, methyl is clearly optional. Therefore 
applicants seem to be claiming an acrylate and an acrylamide, the examiner suggests 
amending the claim by deleting the recitation of methacrylate and methacrylamide and 
replacing with acrylate and acrylamide in order to overcome this rejection. 
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Claim 16 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Specifically claim 16 depends upon cancelled claim 15 thus 
the claim is indefinite with respect to what it is particularly limiting. To expedite the 
examination process the examiner treated the claim as though it depended upon claim 
1. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,3-4,11-12,16 and 19-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Midha et al. (WO 97/33556), cited previously. 

Midha teaches personal care compositions that can be in the form of dispersed 
particles of a copolymer and hydrophobic volatile solvent contained within a carrier. See 
abstract and pag 17 lin 31-35. The copolymer is a graft copolymer composed of 30-95% 
by weight of (A) a backbone that includes methyl methacrylate and 5-70 % by weight of 
(B) macromonomer side chains including isobutylene and butadiene, the 
macromonomer can further be endcapped with an acrylate. See pag 2 lin 29-pag 4 lin 
19, pag 9 lin 1-pag 15 lin 14 and claims. The percent of side chain macromolecule 
including polyisobutylene used in the specific examples was 20 wt%, within applicants 
claimed range within claim 1 . See page 15 lines 3-14 and examples. The MW of the 
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macromonomer was most preferably from about 2,000 to about 25,000, higher than 200 
as required in claim 1 and within the claimed ranges of claims 11-12. Regarding the 
limitation within claim 1 that the non-aqueous non-silicone liquid has a global solubility 
parameter less than 17, Midha teaches the use of carriers including fatty alcohols such 
as cetyl and stearyl alcohols, two alcohols that meet applicants claimed solubility 
parameter. See pag 17 lin 19- pag18 lin 19 and [0035] within US 2004/0156812 A1. 
Midha also teaches that the hydrophobic volatile solvent can be a branched chain 
hydrocarbon such as isododecane, a solvent that applicants specifically recite meets 
their claimed solubility parameter. See pag16 lin 14-pag 17 lin 10 and [0030] within US 
2004/0156812 A1 . The amount of carrier preferably comprised from about 70% to about 
99% of the composition, within applicants claimed amount of at least 50% of the 
solvent. The amount of hydrophobic solvent was preferably in a weight ratio with the 
copolymer from about 1 :10 to about 1 :1 , a ratio of 1 :1 is 50% solvent and a ratio of 1 :10 
is 90 % solvent, both values are higher than applicants claimed lower limit for the 
amount of solvent. Regarding claims 19 and 20, Medha teaches several examples of 
the finished copolymers that would have acrylic backbones within applicants claimed 
MW range, See pag 15 lin 3-14. Regarding claim 21 since the copolymers of Medha are 
essentially the same as applicants claimed polymers and are within the same MW 
range it is inherent that such polymers will form particles with the same diameters. From 
applicants own specification at [0101] of US 2004/0156812 A1 "polymers of the 
invention have the capacity of folding over on themselves, thus forming solid particles of 
substantially spherical shape, the periphery of these solid particles having the deployed 
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side chains, wliich ensure the stability of these particles. Such particles resulting from 
the characteristics of the polymers of the invention have the particular feature of not 
aggregating in the said medium and thus of being self-stabilized and of forming a 
particularly stable polymer particle dispersion". Thus from applicants own specification it 
appears that any polymer that is substantially the same as their claimed polymer will 
have the ability to form particles in the same matter. Regarding claim 22 Midha teaches 
that the amount of copolymer to solvent in the compositions would preferably be in a 
ratio of from about 1 :1 0 to about 1 :1 , a ratio of 1 :1 is 50% polymer and a ratio of 1 :1 0 is 
10 % polymer, both values are within applicants claimed range. See page 16 lin 17-20. 
Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1,3-4,11-12 and 16-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Midha et al. (WO 97/33556). 

Midha is disclosed above. Midha while disclosing that the amount of 
macromolecule could be from 5-70 % by weight of the total copolymer the reference 
does not describe using an amount of macromolecule within applicants claimed range 
for dependent claims 1 7-18. However since the wt% range of the macromolecule within 
Midha overlaps applicants claims it would have been obvious to one of ordinary skill in 
the art at the time of applicants claimed invention to adjust the amounts of the 
macromolecule to within applicant's claimed range through routine and normal 
experimental optimizations. One of ordinary skill in the art would have adjusted the 
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amount of macromolecule side cliain in the graft copolymer in order to adjust the 
properties of the overall polymer such as hydrophobicity. Midha stated that it is believed 
that the hydrophobic side chain of the copolymers closely associate with each other and 
thereby exist substantially in one microphase, while the backbone exist in another 
phase and the phase separation provides a specific orientation of the graft copolymer 
which results in a desirable combination of tactile feel and film-forming or adhesive 
benefits. Thus it would be clear to one of ordinary skill that numerous properties of the 
graft copolymer could be altered by adjusting the wt% of the hydrophobic side chain 
within the total polymer including the tactile fell, film forming and adhesive properties of 
the graft copolymer. 

Claims 1 ,3-4,1 1 -1 2 and 1 6-22 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over De La Poterie et al. (US 6,254,877 B1 , 877 from hereon) in view of 
Midha etal. (WO 97/33556). 

'877 discloses a transfer-free cosmetic composition comprising a dispersion of a 
non-film forming polymer particles in a non-volatile liquid fatty phase. See abstract. The 
non-volatile fatty phase could comprise a nonaqueous liquid having a Hansen solubility 
space of less then 17 (MPa)^'^ or monoalcohols having an overall Hansen solubility 
parameter of less than or equal to 20 (MPa)^'^. See col 5 lin 40-col 7 lin 15. The amount 
of volatile oil could be in specific amounts of 50,60,70,80,90 and 95% by weight of the 
composition, all values are at least the 50 wt % of solvent claimed by applicants. The 
polymer particles are surface stabilized by means of a stabilizer that includes a graft 
copolymer with a poly(methyl methacrylate) backbone and polyisobutylene graft unit. 
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'877 while disclosing the use of a graft copolymer that contains an acrylic 
backbone and an olefinic side is silent on the wt% of the side chain within the overall 
graft copolymer as required in claim 1 . 

Midha is disclosed above and is used primarily for the disclosure within that graft 
copolymers containing hydrophobic side chains within applicants claimed weight range 
were already well known at the time of applicants invention to be useful within cosmetic 
formulations. One of ordinary skill in the art would have a reasonable expectation of 
success in substituting the graft copolymer of '877 with the graft copolymer of Midha 
since both the graft copolymers are very similar In structure and they are both useful In 
the same field of endeavor, cosmetic formulations. Thus the claimed invention would 
have been prima facie obvious because the substitution of one known element such as 
the acrylate-polyisobutylene graft copolymer disclosed within '877 for another known 
element such as the acrylate-polyisobutylene graft copolymer disclosed within Midha 
would have yielded predictable results to one of ordinary skill in the art at the time of the 
invention. 

The declaration under 37 CFR 1 .132 filed 4/28/2008 Is Insufficient to overcome 
the rejection of claims 1,3-4,11-12 and 16-22 based upon Midha as set forth In the last 
Office action because: the comparative examples within the declaration all use side 
chains in excess of 20% by weight of the total polymer weight, but Midha clearly 
describes the use of graft copolymer with side chains in amounts of 20% by weight of 
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the total polymer. Thus applicant's comparative examples are not within the full scope of 
the types of graft copolymers encompassed by the teachings of Midha. 

Response to Arguments 

Applicant's arguments filed 04/28/2008 have been fully considered but they are 
not persuasive. 

Applicants assert that Midha does not teach dispersions of polymers but 
solutions in which the polymer is dissolved in a hydrophobic solvent. Applicants further 
assert that Midha broadly discloses a broad range for the amount of macromolecule 
side chain in the copolymer while their invention is only drawn to side chains that are 
less than 20% by weight of the entire polymer. Applicants further assert that the 
examples of Midha all used amounts of side chain greater than 20% by weight of the 
entire copolymer. Lastly applicants assert that the declaration filed clearly shows that 
polymers that comprise less than 20% by weight of the graft side chain show 
unexpected results in that they are less tacky. 

The relevance of these assertions is unclear. Firstly Midha clearly states that the 
personal care compositions can be in the form of dispersed particles of a copolymer and 
hydrophobic volatile solvent contained within a carrier. See pag 17 lin 31-35. 
Furthermore as detailed above the specific examples of Midha employ side chains in 
amounts of 20% by weight of the total polymer, thus Midha anticipates applicants 
claimed range. Lastly in regards to the declaration it is noted by the examiner that the 
comparative examples in the declaration all use side chains in excess of 20% by weight 
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of the total polymer weight, but Midha clearly describes the use of graft copolymer with 
side chains in amounts of 20% by weight of the total polymer. Thus applicant's 
comparative examples are not within the full scope of the types of graft copolymers 
encompassed by the teachings of Midha. 

Conclusion 

No claims are allowed. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to James W. Rogers, Ph.D. 
whose telephone number is (571) 272-7838. The examiner can normally be reached on 
9:30-6:00, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Hartley can be reached on (571) 272-0616. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Michael G. Hartley/ 

Supervisory Patent Examiner, Art Unit 1618 



